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The opinion in support of the decision being entered
today (1) was not witten for publication in a | aw
journal and (2) is not binding precedent of the

Boar d.
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Bef ore PAK, WARREN and WALTZ, Admi nistrative Patent Judges.

WALTZ, Adm nistrative Patent Judge.

DECI SI ON ON APPEAL
This is an appeal under 35 U.S.C. § 134 fromthe
exam ner’s final rejection of clains 8 through 16 and 24
through 32, which are all of the clains remaining in this

appl i cation.

! Application for patent filed October 12, 1993.
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According to appellants, the invention relates to a
corrosion resistant |[atex conposition conprising an enul sion
in water of a core/shell polyner prepared by free radica
enul si on pol yneri zati on techni ques wherein one of the nononers
used in the production of the polynmer conprises a salt of 2-
acryl am do- 2- net hyl propane sul fonic acid? and wherein the free
radi cal polynerization is conducted in the presence of a
di phenyl sul fonate surfactant (brief, page 2). Appellants’
| at ex conmposition is useful as a “waterborne coating binder”
In paints (specification, pages 2-3).

Appel l ants state that clains 14, 16, 30, and 32 “have
I ssues which support separate patentability” (brief, page 2).
We presune that appellants nean that clains 8-13, 15, 24-29
and 31 are considered to be one group while clains 14, 16, 30
and 32 are considered as the second group, with the clains of
each group standing or falling together. Appellants present

specific, substantive reasons for the separate patentability

2 The nononer “2-acryl am do-2-net hyl propane sul fonic aci d”
is hereafter referred to by its acronym®“AWPS’. See the
speci fication, page 2, |ast paragraph.
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of clains 14, 16, 30 and 32 on page 7 of the brief.® See 37
CFR 8 1.192(c)(5) and (6)(1993). Accordingly, we wll address
each group of clains
separately. Caim8 is illustrative of the subject matter on
appeal and is reproduced bel ow

8. A corrosion resistant |atex conposition conprising an
emul sion in water of a core/shell polyner prepared by free
radi cal enul sion polynerization techni ques wherein one of the
nmononers utilized in the production of the polyner conprises a
salt of 2-acrylam do-2-net hyl propane sul fonic acid and wherein
the free radical polynerization is conducted in the presence
of a di phenyl sul fonate surfactant.

The exam ner has relied upon the follow ng references as

evi dence of obvi ousness:

Dani el et al. (Daniel) 4,217, 260 Aug. 12,
1980

Roncar i 4,226, 747 Cct. 7,
1980

Smith (Smith *224) 4, 485, 224 Nov. 27,
1984

Smith (Smith *359) 4,617, 359 Cct. 14,
1986

Barnett et al. (Barnett) 4,812, 510 Mar. 14,
1989 Moradi - Araghi et al. 5,100, 931 Mar .
31, 1992

( Mor adi - Araghi )

% In paragraph 11 on page 2 of the answer, the exam ner
notes that appellants state that the clains do not stand or
fall together but “fails to present reasons in support
thereof”. However, the exam ner addresses the subject matter
of clains 14, 16, 30 and 32 on pages 4-5 of the answer.
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Bowran et al. (Bowran) 5,244,728 Sep. 14,
1993
Chnelir 5,264,471 Nov. 23,
1993

(Filed Sep. 17,
1991)

Clains 8 through 16 and 24 through 32 stand rejected
under 35 U. S.C. 8§ 103 as unpatentabl e over Dani el or Roncari
in view of Barnett or Bowran further in view of Chnelir and
even further in viewof Smth *359, Smth ‘224 or Mradi-
Araghi (answer, paragraph bridging pages 3-4). W affirmthe
exam ner’s rejection of clainms 8-13, 15, 24-29 and 31 but
reverse the examner’s rejection of clains 14, 16, 30 and 32
for reasons which foll ow

OPI NI ON

As noted above, we consider clainms 8-13, 15, 24-29 and 31
as one group. Accordingly, we select claim8 as the single
claimfromthe group and decide this appeal as to the ground
of rejection on the basis of this claimalone. See 37 CFR
§ 1.192(c)(5)(1993).

The corrosion resistant |atex conposition of appeal ed
claim8 conprises a core/shell polyner in an aqueous emnul sion

where one of the nononers used in the production of the
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pol ymer by free radical enul sion polynerization techniques is
an AVMPS salt and the free radical process is conducted in the
presence of a diphenyl sulfonate surfactant, preferably an
al kyl at ed di phenyl oxi de di sul fonate (see appeal ed claim8 and
the specification, page 3, |ast paragraph).

Dani el discl oses a core/peripheral |ayer (i.e., shell)
| at ex wherein the core polyner is produced by the free radica
emul si on pol yneri zation of at |east one “co-polynerisable
unsat ur at ed al kal i ne organo sul phonate” such as sodi um 2-
acryl am do,
2- met hyl pr opane sul phonate (colum 1, line 67-colum 2, |ine
21; colum 2, line 66-colum 3, line 8, colum 3, |ines 23-29;
and the answer, page 4). The conventional enul sion
pol yneri zation is conducted in the presence of an enusifying
agent such as an al kyl -aryl sul phonate (colum 3, lines 36-38
and 48-50). Daniel desires to inprove the stability of the
| at ex emul sion product (colum 1, lines 44-66; colum 5, |ines
34-38) for its use as a binder in the paint industry (colum
5, lines 62-66).

Barnett is directed to vinyl acetate |atex conpositions
useful as binders in the manufacture of paints and for
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increasing |atex and paint stability (abstract; colum 4,

l'i nes 5-8 and

43-60). Barnett teaches that, by conducting the enul sion

pol ymeri zation in the presence of an anionic surfactant and an
ionic nmononer, the particle size of the |atex can be nodified
to yield small particle size |atex which inproves the
stability of the latex ermulsion (colum 2, |ine 61-colum 3,
line 2; colum 4, lines 5-8 and 20-37). The anionic
surfactant includes al kyl benzene sul fonate or al kyl

di phenyl oxi de di sul fonate (colum 3, lines 40-41; see the
answer, page 4). The ionic conononer includes the sodiumsalt
of AWPS* and Barnett teaches this conononer as the nost
preferred (colum 3, lines 54-64; colum 8, |lines 14-16, |ines
38-40; claim1l). Barnett teaches that the concepts of this

i nvention are applicable to enul sion polynerization of vinyl
acetate and ot her nononers capable of ethylene addition

pol ynmeri zation (columm 3, lines 3-10).

4 Appel l ants’ “sodium salt of 2-acryl am do-2-nethyl propane
sul fonic acid” and the “sodi um acryl am do- 2- et hyl pr opane
sul fonate” of Daniel and Barnett are apparently different ways
of nam ng the sane conononer.
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“I't is well-established that before a conclusion of
obvi ousness may be nade based on a conbi nati on of references,
t here nust have been a reason, suggestion, or notivation to
| ead an inventor to conbine those references.” Pro-Mld and
Tool Co. v. Great Lakes Plastics Inc., 75 F.3d 1568, 1573, 37
USPQRd 1626, 1629 (Fed. Cir. 1996). Daniel and Barnett are
both directed to | atex binders useful in paints with the
obj ective of inproving the stability of the | atex conposition.
Al t hough Barnett does not disclose core/shell polyners,
Barnett does di sclose and teach the applicability of his
concept to vinyl acetate polyners and Dani el discloses that
his core polyner includes vinyl acetate (colum 2, |ine 26).
Accordi ngly, the teaching of Barnett that anionic surfactants
Wi th ionic nononers produce very stable vinyl acetate | atexes
woul d have suggested to one of ordinary skill in the art to
use the anionic surfactants of Barnett in the enul sion
pol ynmeri zati on of Daniel involving AVMPS to inprove the
stability of the core polyner (see the answer, page 5).
Furthernore, Barnett teaches the rel ative equival ence of alkyl

benzene sul fonate and al kyl di phenyl oxi de di sul fonate as
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ani onic surfactants (colum 3, lines 40-41) and thus woul d
have suggested to the artisan the use of di phenyl oxi de
di sul fonate® in place of the alkyl-aryl sulfonate emulsifier
in the emul sion polynerization of Daniel involving the AMPS
comononer (colum 3, lines 45-50). Accordingly, we conclude
that the subject nmatter of appeal ed claim 8 woul d have been
prima facie obvious based on the disclosure and teachi ngs of
Dani el and Barnett.®

Appel | ants argue that Daniels al one does not suggest the
conbi nation of a salt of AMPS and a di phenyl sul fonate
surfactant (brief, paragraph bridging pages 3-4). Appellants

further argue that Barnett does not disclose any core/shel

® It should be noted that a reference of record, not
applied by the exam ner, suggests inproved stability for |atex
systens produced by enul sion polynerization when using the
DOWFAX surfactant (an al kyl di phenyl oxi de di sul fonate
compound). See Dow, “Increasing nmechanical stability and
reactor yields wth DOANFAX anionic surfactants for enul sion
pol ymeri zation applications”, pp. 1-12, Dec. 1986.

® The exam ner has relied upon Chnelir, Smth ‘224 and
*359, and Moradi-Araghi to show the rel ative equival ence of
sodi um and ammonium salts of AMPS in the art (answer, pages 4-
5; brief, pages 6-7). These references are discussed bel ow
with respect to the clains on appeal |limted to the ammoni um
salt of AMPS. A discussion of the Roncari and Bowran
references is not necessary to reach our deci sion.
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pol ymers and does not relate to corrosion-resistant paints
(brief, page 5). Appellants’ argunents are not well taken
since, as discussed above, Barnett discloses the sanme use as
Dani el (latex binders for paints). Barnett and Dani el need
not relate to the sane use as disclosed by appellants’” to be
properly conbined in a rejection under 8 103. In re Kenps, 97
F.3d 1427, 1430,
40 USPQ2d 1309, 1311 (Fed. Cir. 1996)(The notivation in the
prior art to conbine the references does not have to be
identical to that of the applicant to establish obvi ousness).
Furthernore, the artisan would have recogni zed that the
teachi ngs of Barnett, although not specifically directed to
core/shell polynmers, would be applicable to simlar core or
shel | pol yners per se.

For the foregoing reasons, we conclude that the subject

matter of appealed claim8, and the clains that stand or fal

" Appel l ants disclose that the present invention conprises
the utilization of two particular ingredients (a salt of AMPS
and a di phenyl sulfonate surfactant) in the preparation of a
wat er borne coating binder (specification, page 2, penultimte
paragraph). This appears to be the sane use as discl osed by
Dani el and Barnett, even though appellants may ultimtely use
the binder in a different type of paint (a corrosion-resistant
pai nt) .
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with claim8, would have been prima facie obvious based on the

di scl osure and teachings of Daniel and Barnett. W note that
appel | ants have not presented any objective evidence of

nonobvi ousness, on this record, which would serve to rebut the
prima facie case. Considering the totality of the record,

I ncl udi ng appel l ants’ argunments, we concl ude that the
preponder ance of evidence wei ghs in favor of obvi ousness
within the neaning of 8 103. In re Cetiker, 977 F.2d 1443,
1445, 24 USPQRd 1443, 1444 (Fed. Cir. 1992). Accordingly, the
rejection of clainms 8-13, 15, 24-29 and 31 under 35 U.S.C. §
103 as unpatentabl e over Daniel or Roncari in view of Barnett
or Bowman further in view of Chnelir, Smth 224, Smth *359,
and Moradi - Araghi is affirned.

Appeal ed clains 14, 16, 30 and 32 all contain the
limtation that the ammonium salt of AMPS is used to prepare
the | atex conposition. As discussed above, Dani el and Barnett
di scl ose and teach the sodiumsalt of AMPS to prepare | atex
conpositions. The exam ner applies the Chnelir, Smth ‘224,

Smth ‘359, and Moradi-Araghi references to show the art-
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recogni zed equi val ence of sodi um and amoni um salts of AMPS
(answer, pages 4-5, brief, pages 6-7).

“When relying on nunerous references or a nodification of
the prior art, it is incunbent upon the exam ner to identify
some suggestion to conbine the references or nake the
nodi fication.” In re Mayne, 104 F.3d 1339, 1342, 41 USPQRd
1451, 1454 (Fed. Cir. 1997). Here we find that the exam ner
has failed to identify sonme suggestion, and we can find none,
to conbi ne these references with Daniel and Barnett. As
expl ai ned by appellants on page 6 of the brief, Chnelir
relates to water absorbers and Smth ‘224, Smth ‘359, and
Mor adi - Araghi all relate to enhanced oil recovery
viscosifiers. The examner is correct that all of these
ref erences show the relative equival ence of alkali netal and
amoni um salts of AMPS. However, the examner fails to
identify why this teaching in the arts disclosed by these
references woul d have | ed one to make this nodification in

| at ex binders in the paint industry as disclosed by Daniel and
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Barnett.® Accordingly, we cannot sustain the exam ner’s
rejection of clains 14, 16, 30 and 32.
SUMVARY

The rejection of clains 8-13, 15, 24-29 and 31 under
35 U.S.C. § 103 as unpatentable over Daniel or Roncari in view
of Barnett or Bowran further in view of Chnelir, Smth ' 224,
Smth 359, or Moirradi-Araghi is affirmed. The rejection of
clains 14, 16, 30 and 32 under 35 U. S.C. 8 103 over these sane
references is reversed. Accordingly, the exam ner’s decision
to reject the appealed clains is affirmed-in-part.

No time period for taking any subsequent action in
connection with this appeal may be extended under 37 CFR
§ 1.136(a).

AFFI RVED- | N- PART

CHUNG K. PAK
Adm ni strative Patent Judge )

8 Simlarly, there is no suggestion in the record for
conmbi ning the teachings of Chnelir, Smth ‘224, Smth * 359,
and Moradi-Araghi with Roncari (a carrier for inmunol ogica
reagents) or Bowman (a coating for photographic paper).
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BOARD OF PATENT
CHARLES F. WARREN APPEALS
Adm ni strative Patent Judge AND

| NTERFERENCES

THOVAS A, WALTZ
Adm ni strative Patent Judge
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Steven W Tan
The Sherwi n-W /I |lians Conpany

11 Mdland Bl dg. - Legal Dept.

101 Prospect Avenue, N W
Cl evel and, OH 44115
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